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CLENDON IRON CO. v. UHLEB. 543 

Supreme Court of Pennsylvania. 

GLENDON IRON 00. r. DIILER et al. 

The name of an incorporated town or borough cannot be employed as a trade- 
mark even if adopted and used as such prior to its use in a geographical sense. 

This was a bill in equity to enjoin the use of the word " Glen- 
don" by the defendants upon iron of their manufacture, on the 
ground that it had been previously acquired as a trade-mark by 
the complainants. 

The opinion of the court was delivered by 

Mercuk, J. — Glendon is the name of the town in which the 
bnsiness of each party is located and carried on. It is an incor- 
porated borough. Being, then, the name of an incorporated town, 
the main question is whether the appellant lawfully has the exclu- 
sive right to use it as a trade-mark. It is conceded, as a general 
rule, that the name of a town or city cannot be so appropriated as 
the exclusive property of any one. This view is well sustained by 
authority : High on Injunctions, sec. 673 ; Bispham's Eq. 411 ; 
Wolfe v. Goulard, 18 Howard's Prac. Rep. 64 ; Brooklyn White 
Lead Co. v. Mamry, 25 Barb. 416; Newman v. Alvord, 49 Barb. 
588 ; Candee v. Deere, Supreme Court of Illinois, 10 Am. Law 
Reg. N. S. 694 ; Del. £ Hud. Canal Co. v. Clark, 13 Wallace 331. 

It is contended by the appellant that this case is taken out of 
the general rule, inasmuch as the trade-mark was adopted prior to 
the incorporation of the borough, and before there was any town in 
that place. No authority is cited which supports this distinction. 
The case of Wotherspoon v. Currie, L. R. 5 H. of Lords 519, is 
clearly distinguishable. It is known as the Glenfield Starch Case. 
It is true the injunction was there granted, but the complainant 
and respondent were not both engaged in carrying on the same 
business in the same town or city. There was no town nor city 
there. The Lord Chancellor says: "Glenfield is not a town, 
* * * * it is not a parish, it is not a hamlet, it is not a district 
of any special character, but it was an estate of that name upon 
which some people seem to have erected some houses or manufac- 
tories, and upon which now some sixty people are living." It 
will not do to apply to an incorporated borough in this state, the 
same rule that may be applicable to an estate in England. Such 
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a borough is essentially of a public nature, the estate is of a mere 
private character. The name which an individual may give to his 
estate is unlike that which legislative sanction has given to a mu- 
nicipal corporation. The right of the public in eacli is radically 
different. The appellees did not falsely represent the place of 
their business location. Their pig iron was actually manufactured 
within the borough of G-lendon. 

It is said in Canal Co. v. Clark, supra, " True it may be that 
the use by a second producer in describing truthfully his products 
by a name or combination of words already in use by another, 
may have the effect of causing the public to mistake as to the 
origin or ownership of the product, but if it is just as true in its 
application to his goods as it is to those of another who first ap- 
plied it, and who therefore claims an exclusive right to use it, 
there is no legal or moral wrong done. Purchasers may be mis- 
taken but they are not deceived by false representations, and equity 
will not enjoin against telling the truth." The appellees put upon 
their pigs the initials of their firm and the name of their town. 
That name was Glendon to the whole world. It cannot be that 
the previous appropriation by the appellant of the word which now 
is the name of the town, prevents any other manufacturer of pig 
iron, within its limits, from using the same word. If it be so now, 
it may continue through all coming time. The boundaries of the 
town may be enlarged ; the borough may grow into a city ; the 
manufactories of pig iron may be multiplied, yet the word most 
expressive to indicate their locations must be denied to all save 
one. So far as the authorities go to restrain a manufacturer from 
the adoption of a truthful trade-mark, we will endeavor to enforce 
them. When asked to go further we must decline. If the effect 
of the incorporation of the appellants' district of country into a town 
by the name of ' Glendon' has been to deprive them of some of 
their former rights, they must submit to the consequences. As 
well might they complain of the increased taxation which the mu- 
nicipal corporation has probably imposed upon their property. 
By the creation of this new municipality they assumed new rela- 
tive rights. They relinquished some which they previously pos- 
sessed. The rights thereby given to the public became common 
to all citizens dwelling therein. 

We see nothing in the facts of this case, even as found by the 
master, to take it out of the general rule, which denies to one the 
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exclusive use, as a trade-mark, of the name of the town in which 
the same kind of goods are manufactured by others. The com- 
mission of a lawful act does not become actionable although it may 
proceed from a malicious motive : Jenkins v. Fowler, 12 Harris 
308 ; 4 Casey 176. This view is decisive of the case. We will, 
however, add that an examination of the evidence has, in one re- 
spect, led us to a different conclusion from the one arrived at by 
the master. We are unable to discover satisfactory proof that the 
appellees adopted their trade-mark with the design of imitating the 
one used by the appellants. The learned judge was entirely cor- 
rect in dismissing the bill. 

Decree affirmed and appeal dismissed at costs of the appellant. 

The point, decided in this case, that a 
name of a geographical nature cannot be 
protected as a trade-mark even if adopt- 
ed and used as such prior to its having a 
geographical meaning, has never before 
been considered by an English or Ame- 
rican court. It is of no inconsiderable 



consequence, involving, as it does, the 
fundamental principles upon which the 
validity of trade-marks depends. 

That the opinion is unsound will be 
scarcely doubted, when its logic and 
effect are critically examined. 

It is admitted by the court that the 
plaintiff was the owner of a lawful trade- 
mark prior to the incorporation of the 
borough ; but it is said that the act of 
incorporation divested his ownership in 
his mark and transformed the mark into 
a public right in which every inhabitant 
of the new borough was entitled to par- 
ticipate. That the plaintiff was in the 
rightful enjoyment of his mark at the 
time of the incorporation of the borough 
is not questioned, nor is it mooted that 
he was in any manner estopped to as- 
sert his right. The decision is an un- 
qualified announcement of the doctrine 
that a trade-mark consisting of a word 
may be invalidated by its adoption as 
the name of a town. 

It is settled law that a trade-mark is 
property in the usual legal acceptation 
of the term. 

Vol. XXII.— 36 



The authorities to this effect are nume- 
merous and weighty. Says the Lord 
Chancellor in Leather Cloth Co. v. Am. 
Leather Cloth Co., 11 Jur. N. S. 513: 
" It is correct to say that there is no ex- 
clusive ownership of the symbols which 
constitute a trade-mark apart from the 
use or application of them ; but the word 
'trade-mark' is the designation of marks 
or symbols when applied to a vendible 
commodity, and the exclusive right to make 
such use or application is rightly called 
property. The true principle seems to 
be that the jurisdiction of the court rests 
upon property." 

In Mc Andrew v. Bassett, 10 Jur. N. 
S. 550, the following language is used : — 
"Now I am by no means driven to the 
necessity of determining when, for the 
first time, property may be said to be es- 
tablished in a trade-mark. * * * The • 
essential elements for constituting that 
property probably would be found to be 
no other than these : First, that the 
mark has been applied by the plaintiffs 
properly — that is to say, that they have 
not copied any other person's mark, and 
that the mark does not involve any false 
representation ; secondly, that the arti- 
cle so marked is actually a vendible ar- 
ticle in the market," &c. 

" A trade-mark is property, and the 
proprietor thereof should be fully pro- 
tected in its enjoyment :" Van Voest, 
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J., Supreme Court of New York, 2 Daly 
212. 

" The object or purpose of the law in 
protecting trade-marks as property is 
two-folrl:" Carpenter, J., Supreme 
Court of Connecticut, 35 Conn. 402. 

"The court interferes to protect the 
plaintiff, * * * because it (the trade- 
mark) is his property" Folgeb, J., 
Court of Appeals of New York, Am. T. 
M. Cases 626. 

"The plaintiffs have adopted, appro- 
priated and used a certain trade-mark. 
This has become their property :" Da- 
vies, C. J., Court of Appeals of New 
York, 3 Key«s 594. 

" It is now, therefore, the well-estab- 
lished doctrine that the exclusive property 
of the manufacturer * * * in his trade- 
marks is of that nature, * * * that its 
protection by * * * the courts is an im- 
perative duty :" Upton on Trade-marks 
1 3 ; Browne on Trade-marks 32 et seq. 

Authorities to the above effect might 
be multiplied to include nearly the whole 
body of the law upon the subject. 

If, then, a trade-mark is property it 
would seem to be manifest that the right 
to its enjoyment can only be affected by 
the operation of the same causes that 
control the title to property of other 
kinds. 

Had the act of incorporation in the 
principal case provided that all the 
iron in the possession of the plaintiff 
at the time of its passage was the pro- 
perty of the borough, the provision would 
have been without any legal effect 
whatever. The word "Glendon," if 
it was a trade-mark, as is undisputed, 
was as much his property, for the pur- 
pose for which it was employed, as the 
iron upon which it was impressed. Why, 
therefore, was not the act of incorpora- 
tion of as little effect with respect to the 
latter as it might have been in respect to 
the former description of property ? The 
decision of the learned judge is that to all 
intents and purposes the act declared 



that private property was public proper- 
ty, and that the mere declaration worked 
a lawful alienation and change of title. 

The effect of the decision before us 
may be happily illustrated by a practical 
application of its doctrines. 

The Court of Appeals of New York has 
held that the words " Congress Spring 
Water" could be protected upon the 
ground that the parties using the same 
were the proprietors and bottlers of the 
only spring from which Congress 
Spring Water could be obtained. Let 
us suppose that certain individuals re- 
siding near an obscure spring in Vir- 
ginia procure the incorporation of a vil- 
lage, the corporate limits of which 
include such spring, by the name of 
Congress Spring. It cannot be doubted 
that any ordinary use of the name of 
such village upon mineral waters ob- 
tained from the spring within its limits 
would be at once enjoined at the suit of 
the proprietors of the true Congress 
Spring. It is manifest that the fact of 
the name being geographical would be 
wholly without weight. The act of in- 
corporation could not divest the rights 
of citizens of another state. Is it to be 
said that the principle would be different 
if a town or borough was incorporated 
by the name of Congress Spring in the 
state of New York ? 

"Anatolia" has been pronounced a 
valid trade-mark for liquorice by the 
English courts. If a town or borough 
was incorporated by the name of Ana- 
tolia in one of the territories of the United 
States and a liquorice manufactured at 
such town or borough and offered in the 
English markets, it is apparent that an 
English court would not hesitate to re- 
strain the American manufacturer upon 
the obvious ground that the common-law 
rights of a subject of Great Britain could 
not be legislated out of existence by a 
foreign power. And yet the rights of 
the subject of Great Britain would be the 
same in both countries, and the name 
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Anatolia as purely geogiaphical in the 
House of Lords as in the Supreme Court 
of Pennsylvania. 

The names of stations upon lines of 
railroad usually become the names of 
incorporated towns and cities, and are 
thus invested with a geographical signi- 
fication. They are generally selected 
by some official of the railroad compa- 
ny, and the selection confirmed by use. 

Under, the law as laid down by the 
principal case, it is practicable for an 
enterprising president or superintendent 
to destroy, by a judicious selection of 
names, the validity of the most famous 
and valuable trade-marks in existence. 
Thus the first station might be called 
Lone Jack, where smoking tobacco could 
be manufactured ; the second might be 
called Cocoaine, where cocoaine could 
be produced ; the third, Solace, where 
chewing tobacco could be made ; the 
fourth, Monogram, where whiskey could 
be distilled — and. so on. If the road was 



located on Long Island or in New Jer- 
sey in proximity to commercial centres, 
the scheme would be very likely to suc- 
ceed. The names would in the course 
of events become geogiaphical, and the 
rights of the owners of the sundry trade- 
marks be divested accordingly. 

That the decision announced in the 
principal case is calculated to be pro- 
ductive of unfortunate results seems to 
be obvious, when its nature and effect are 
carefully weighed. It can only be sus- 
tained upon the assumption that a trade- 
mark is not property, but an anomaly 
which can be neither defined nor protect- 
ed. A recognition of the simple princi- 
ples upon which the ownership of trade- 
marks rests, the principles which obtain 
wherever there is a common-law owner- 
ship, would have inevitably led away 
from the conclusion arrived at, and to- 
ward that which comports alike with 
reason and authority. 

Rowland Cox. 
Washington, D. C. 



Supreme Court of Illinois. 
MARGARET MARTIN et al. v. JANET ROBSON. 
The statutes of Illinois having given a married woman the sole control of her 
property and earnings, free from any control or interference of the husband, the 
necessary operation of such statutes is to discharge the latter from any liability 
for the wife's torts committed during coverture out of his presence and without 
his participation. 

This was an action against husband and wife for slander uttered 
by the latter. 

The Acts of 1861 and 1869 (Sess. Laws 1861, 143, and of 1869, 
255), give to the wife during coverture, the sole control of her 
separate estate and property acquired in good faith from any person 
other than her husband ; and her own earnings for labor performed 
for any person other than her husband or minor children, with the 
right to use and possess the property and earnings, free from the 
control or interference of her husband. 



The opinion of the court was delivered by 



